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DECI S| ON ON APPEAL

This is an appeal fromthe refusal of the exam ner to
allowclains 2 to 8 11 to 14, 18 and 20 to 26, as anended
subsequent to the final rejection.? These clains constitute

all of the clainms pending in this application.

W REVERSE

2 In the anendnent after the final rejection (Paper No. 8,
filed May 9, 1997) the appellants canceled clainms 15 and 16
and added new clains 25 and 26.
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BACKGROUND

The appel lants' invention relates to a fishing rod. An
under st andi ng of the invention can be derived froma reading
of exenplary clainms 21 and 24, which appear in the appendix to

the appel lants' brief.

The prior art references of record relied upon by the

exam ner in rejecting the appeal ed clains are:

Muk Kim 5,090, 149 Feb. 25,
1992
Evers Des. 346, 754 May 10, 1994

Clains 2 to 8, 11 to 14, 18 and 20 to 26° stand rejected
under 35 U. S.C. 8§ 103 as being unpatentable over Muk Kimin

vi ew of Evers.

Rat her than reiterate the conflicting viewoints advanced

by the exam ner and the appellants regardi ng the above-noted

% The exam ner's statenent of the rejection (answer, p. 4)
does not include pending clains 25 and 26 but does include
cancel ed clains 15 and 16. However, the body of the rejection
(answer, p. 12) does refer to clainms 25 and 26. Accordingly,
we consider clainms 25 and 26 to be before us in this appeal.
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rejection, we make reference to the exam ner's answer (Paper
No. 11, nmiled Septenber 24, 1997) for the exam ner's conplete
reasoning in support of the rejection, and to the appellants
brief (Paper No. 10, filed July 10, 1997) and reply brief
(Paper No. 12, filed Novenber 28, 1997) for the appellants

argument s t her eagai nst.

OPI NI ON
In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. Upon evaluation of all the evidence before us, it
I's our conclusion that the evidence adduced by the examner is

insufficient to establish a prima facie case of obvi ousness

Wi th respect to the clains under appeal. Accordingly, we wll
not sustain the examner's rejection of clains 2 to 8, 11 to
14, 18 and 20 to 26 under 35 U.S.C. § 103. CQur reasoning for

this determ nation foll ows.
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In rejecting clains under 35 U . S.C. 8§ 103, the exam ner

bears the initial burden of presenting a prima facie case of

obvi ousness. See Inre R jckaert, 9 F.3d 1531, 1532, 28

USPQ2d 1955, 1956 (Fed. Cir. 1993). The test for obvi ousness
is what the conbined teachings of the references would have

suggested to one of ordinary skill in the art. See In re

Young, 927 F.2d 588, 591, 18 USPQR2d 1089, 1091 (Fed. Cir

1991) and In re Keller, 642 F.2d 413, 425, 208 USPQ 871, 881

(CCPA 1981). Furthernore, the conclusion that the clained
subject matter is obvious nust be supported by evidence, as
shown by sone objective teaching in the prior art or by

know edge generally available to one of ordinary skill in the
art that would have |led that individual to conbine the

rel evant teachings of the references to arrive at the clained

invention. See In re Fine, 837 F.2d 1071, 1074, 5 USPQd

1596, 1598 (Fed. Cir. 1988). Rejections based on § 103 rnust
rest on a factual basis with these facts being interpreted
wi t hout hindsi ght reconstruction of the invention fromthe
prior art. The exam ner may not, because of doubt that the
i nvention is patentable, resort to specul ati on, unfounded

assunption or hindsight reconstruction to supply deficiencies
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in the factual basis for the rejection. See In re Warner, 379

F.2d 1011, 1017, 154 USPQ 173, 177 (CCPA 1967), cert. denied,

389 U.S. 1057 (1968).

Wth this as background, we analyze the prior art applied

by the examner in the rejection of the clains on appeal.

Muk Ki m di scl oses a pipe for a fishing rod. As shown in
Figure 1, the pipe includes a cylinder 1 having an outer
surface, and a flexible rectangul ar wapper 9 positioned about
the outer surface. The wapper has a predeterm ned design
thereon and is covered with a transparent preservative
coating. Mk Kimteaches (colum 2, lines 45--48) that in the
preferred enbodi nent the wapper 9 carries a predeterm ned
desi gn 3 which displays pictures of fish which are dyed on the

wWr apper .
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Evers depicts an ornanmental design for a rod measurer and
wei gher.* As shown in Figures 1-6, the rod neasurer and

wei gher includes a sinulation of a fish.

The exam ner determ ned (answer, p. 5) that

[I]t woul d have been obvious to a person of ordinary
skill in the art at the tine the invention was nmade to
nodi fy the mark or design on the wapper or cylindrica
body of Miuk Kimsuch that it represents the torso of a
sel ected species of fish in view of Evers in order to
provi de both a pl easi ng ornanental design which is

realistic and an indicator as to what species of fish the
rod is intended to be used in catching.

The appel l ants argue (brief, pp. 5-6 and 10) that the
applied prior art does not suggest the clained subject matter.
W agree. In our view, the above-noted determ nation of the
exam ner has not been supported by any evidence that woul d
have led an artisan to arrive at the clainmed invention. In
our opinion, the only suggestion for nodifying Muk Kimin the

manner proposed by the exam ner stens from hi ndsi ght know edge

“In our view, Evers does not disclose a fishing rod (see
page 5 of the brief) or a fishing body (see pages 4-5 of the
answer) .
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derived fromthe appellants' own disclosure.® The exanminer's
use of inperm ssible hindsight is nade clear fromthe above-
not ed determ nati on of obviousness since one of the examner's
reasons (i.e., to provide an indicator as to what species of
fish the rod is intended to be used in catching) for nodifying
Muk Kimis clearly not found in the applied prior art but is
found only the appellants' disclosure. Wth regard to the

ot her reason (i.e., to provide a pleasing ornanental design
which is realistic) for nodifying Muk Kim it is our belief
that an artisan woul d not have been notivated fromthe

conbi ned teachi ngs of Muk Kimand Evers to have nodified Mik
Kims fishing rod to contain a sinmulation of a fish nounted
about Muk Kims cylinder 1. It follows that we cannot sustain
the examner's rejection of clains 2 to 8, 11 to 14, 18 and 20

to 26.

® The use of such hindsight know edge to support an
obvi ousness rejection under 35 U S.C. 8 103 is, of course,
i mperm ssible. See, for exanple, W L. Gore and Associ ates,
Inc. v. Garlock, Inc., 721 F.2d 1540, 1553, 220 USPQ 303, 312-
13 (Fed. Cir. 1983), cert. denied, 469 U. S. 851 (1984).
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To summari ze,

clains 2 to 8, 11 to 14, 18 and 20 to 26 under

i'sS reversed.

CONCLUSI ON

REVERSED

JAMES M MElI STER
Adm ni strative Patent Judge

JEFFREY V. NASE
Adm ni strative Patent Judge

MURRI EL E. CRAWFCORD
Adm ni strative Patent Judge
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the decision of the exam ner to reject

35 U.S.C. § 103
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